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By the Board:

On February 24, 2004, the Board granted opposers’
notion for summary judgnent on the ground of fraud, but
found a genuine issue of material fact with regard to
opposer Bacardi Conpany Linited s (hereinafter “Bacardi”)?

standing.? The Board allowed Bacardi tine to file

Y'I'n that order, the Board granted Bacardi’s notion to substitute
for opposer Tequila Cazadores S.A. de C. V. (hereinafter “Tequila
Cazadores”) to the extent that it joined Bacardi as a party
opposer.

2 The Board noted that there was a genuine issue as to the
veracity of the docunents submtted to allege a transfer of
interest from Tequila Cazadores to Bacardi. Additionally, the
Board noted that Bacardi had not submtted a status and title
copy of the pleaded registration, Reg. No. 1863882 for the mark
CAZADORES for “al coholic beverages, nanely tequila.” In a June
18, 2004 supplenental filing, Bacardi provided docunentation of
its request for a certified copy of the registration fromthe
Ofice.



addi ti onal docunentation to show that there was no genui ne
issue of material fact with respect to standing.

On March 28, 2004, Bacardi filed its additional
docunentation. In its response, Bacardi states that it
acquired the CAZADCORES tradenmarks from Tequil a Cazadores
through “a series of agreenents executed between the parties
and their affiliates”; that due to the “sensitive--and
hi ghly confidential --nature of such docunents, Bacardi al so
entered into confirmatory assignnents confirmng the chain
of title”; that the “conplex” transaction involved foreign
conpani es; that “the rel evant docunents are not in English”;
and that “prior to the confirmatory assi gnnment
docunent ati on, Tequila Cazadores underwent a nane change.”

In response, applicant points out that the docunents
Bacardi provided indicate that Tequila Cazadores changed its
name to G-upo Industrial Tlajonulco S.A de C V.
(hereinafter “Gupo Industrial”) on Septenber 3, 2002; that
t he name change was after G upo Industrial assigned the
Cazadores marks, on May 31, 2002, to Dom no Recreativo S. A
(hereinafter “Dom no Recreativo”); that therefore, G upo
I ndustrial “purported to assign to Dom no Recreativo the
rights to marks that it did not own”; that the assignnent
from Dom no Recreativo to Bacardi is “unusual” because the
assi gnnent docunents were not signed until a year after the

al | eged assi gnnent took place; and that one of the docunents



submtted to support the assignnent from Dom no Recreativo
to Bacardi is signed by “outside counsel for opposer Bacardi
(with no proof that outside counsel is or was a Bacardi
officer).” Applicant asserts that summary judgnent on
standing at this tinme is inappropriate because Bacardi has
not “provid[ed] properly docunented proof that it acquired
by assignnment the trademark rights of the original Qpposer
Tequi | a Cazadores upon which this Qpposition is based”, and
there remain genuine issues of material fact with respect to
the “propriety of the nesne assignnents” which resulted in
Bacardi’s “alleged acquisition of the trademark rights upon
which this Qpposition is based.”

Wth regard to the remaining i ssue of standing with
respect to opposers’ notion for summary judgnment, the noving
party has the burden of establishing the absence of any
genui ne issues of material fact and that it is entitled to
judgnment as a matter of law. See Fed. R Cv. P. 56(c).

Al l reasonabl e i nferences nmust be viewed in the |ight npst
favorable to the non-noving party. See O de Tynme Foods Inc.
V. Roundy’s Inc., 961 F.2d 200, 22 USPQ@d 1542 (Fed. GCir
1992) .

Having carefully considered the argunents and evi dence
submtted by the parties, we find that there is no genui ne

issue of material fact with regard to opposers’ standing.



The docunents subm tted, as recorded in the Ofice’'s
Assi gnnent Branch at Reel 2719, Franes 0790 and 0829 and
Reel 2857, Frame 0931 establish that Tequila Cazadores had a
change of nane to Grupo Industrial; that G upo Industrial
f/k/a Tequila Cazadores, assigned its pleaded mark, Reg. No.
1863882 to Dom no Recreativo on May 31, 2002; and that al so
on that day Dom no Recreativo assigned Reg. No. 1863882 to
Bacar di

Through the chain of title, opposers have established
that they have a real interest in this proceedi ng and,
therefore, they have established their standing to pursue
this opposition. See Richie v. Sinpson 170 F.3d 1092, 50
USPQ2d 1023 (Fed. Cir. 1999). This is so even though there
may be sone question about when Tequil a Cazadores’ change of
name to G-upo Industrial actually occurred. G upo
| ndustrial f/k/a Tequila Cazadores was the owner® and
assignor of Reg. No. 1863882 and Bacardi is presuned to be
the final purported assignee as shown by the chain of title.
Moreover, G upo Industrial f/k/a Tequila Cazadores, is stil
a party, and as owner and assignor of the CAZADORES nark,
had some interest in filing this proceeding. Likew se,
j oi ned opposer Bacardi is no nere internmeddl er as evi denced

by the execution of the purchase agreenent between itself

3 The mark was assigned to Tequila Cazadores on Novenber 27, 1996
and recorded in the Ofice s Assignnent Branch on Decenber 12,
1996 at Reel 1537, Franme 0911.



and Dom no Recreativo (dated May 30, 2002) which states that
Bacardi would obtain “any and all rights currently or
formerly held by any affiliate of the seller in and to the
Cazadores trademark in the United States, including any and
all rights based on use and any and all rights based on U S.
Regi stration No. 1863882.” Thus, even if there were a
problemw th the timng of the purported assignnent,*
Bacardi has clearly denonstrated, by the terns of its
purchase agreenment with Dom no Reactivo its right to use
Reg. No. 1863822 and CAZADORES marks in the United States
and its comercial interest in the registrability of the
opposed mark.®

Accordingly, there is no genuine issue with regard to
opposers’ standing. Sunmmary judgnent already having been

granted on the ground of fraud by the Board order dated

* The Board notes that Bacardi filed with the Ofice’ s Assignnent
Branch on Septenber 7, 2004 and Cctober 4, 2004, corrective
assignnments “in the nature of nunc pro tunc conveyances” wth
respect to the assignnent between G upo Industrial and Dom no
Reactivo and the assi gnnent between Domi no Reactivo and Bacardi,
recorded at Reel 2933 Frane 0538 and Reel 2951, Frane 0202,
respectively.

> A plaintiff may have standing and may succeed in a case brought
under Section 2(d) of the Trademark Act even if it does not claim
ownership of the assertedly simlar mark, or the right to control
its use. See J.L. Prescott Co. v. Blue Cross Laboratories (Inc.),
216 USPQ 1127 (TTAB 1982) (opposer that had assigned mark and
obt ai ned exclusive license from assi gnee held to have standing);
See al so, Universal Ol Products Co., v. Rexall Drug and Chemi cal
Co., 463 F.2d 1122, 174 USPQ 458 (CCPA 1972); BRT Hol di ngs Inc.
v. Homeway Inc., 4 USPQd 1952 (TTAB 1987); Chem cal New York
Corp. v. Conmar Frons Systens, Inc., 1 USPQ2d 1139 (TTAB 1986);
and Yasutormo & Co. V. Conmercial Ball Pen Co., Inc., 184 USPQ 60
(TTAB 1974); WIlliam & Scott Co. v. Earl’'s Restaurants Ltd., 30
UsPQ2d 1870, 1873 n.2 (TTAB 1994).



February 24, 2004, judgnent is hereby entered agai nst
applicant on the ground of fraud, the opposition is

sustai ned, and registration to applicant is refused.



